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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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Disposition of Claims 

4) ^ Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-13 is/are rejected. 

7) £3 Claim(s) 6,9.12 and 13 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ED Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) CD Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20060509 



Application/Control Number: 09/960,344 
Art Unit: 2152 



Page 2 



DETAILED ACTION 



1. 



The amendment filed 2/9/2006 has been placed of record in the file. 



2. 



Claims 1 and 5 have been amended. 



3. 



Claims 10-13 have been added. 



4. 



Claims 1-13 are now pending. 



5. 



The applicant's arguments with respect to claims 1-13 have been considered but are moot 



in view of the following new grounds of rejection. 



Continued Examination Under 37 CFR LI 14 



6. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous office action has been withdrawn pursuant to 37 
CFR 1.114. The applicant's submission filed on 2/9/2006 has been entered. 



7. Claims 6, 9, 12, and 13 are objected to because of the following informalities: 
• Claims 6, 9, 12, and 13 make claim to "a storage medium as claimed in claim 5". 

However, claim 5 states a recording medium and not a storage medium. For the purpose 
of applying prior art it will be assumed that claims 6, 9, 12, and 13 refer to a recording 
medium as claimed in claim 5. 

Appropriate correction is required. 



Claim Objections 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Reifman et 
al. (U.S. Patent Number 5,917,615), hereinafter referred to as Reifman, in view of Kutsumi et al. 
(U.S. Patent Number 7,010,533), hereinafter referred to as Kutsumi. 

10. Reifman disclosed a document transmission apparatus that provides a user interface to 
allow users to customize document transmissions in such ways as adding a certain cover letter or 
attaching a stored data file. In an analogous art, Kutsumi disclosed a method for preparing a 
message that allows a user to insert additional text or graphics into the message. 

1 1 . Concerning claims 1 and 5, Reifman did not explicitly state additional information being 
inserted into a transmittal letter. However, Kutsumi' s system allows users to insert additional 
information into a message instead of just attaching the information to the message. It would 
have been obvious to one of ordinary skill in the art at the time of the applicant's invention to 
modify the system of Reifman by adding the ability to utilize additional information which can 
be inserted into a transmittal letter as provided by Kutsumi. Here the combination satisfies the 
need for a messaging system that allows for inserting text or images into the body of a message 
instead of only attaching them to the message. See Kutsumi, column 2, lines 8-28. This 
rationale also applies to those dependent claims utilizing the same combination. 
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12. Some claims will be discussed together. Those claims which are essentially the same 
except that they set forth the claimed invention as a recording medium are rejected under the 
same rationale applied to the described claim. 

13. Thereby, the combination of Reifman and Kutsumi discloses: 

• <Claims 1 and 5> 

A document transmission apparatus, comprising: a document data transmission section 
for producing document data; a transmittal letter production section for producing a 
transmittal letter to be attached to the document data (Reifman, figure 1, items 36 and 38 
and column 20, lines 28-31); a transmission section for electronically transmitting the 
document data with the transmittal letter attached (Reifman, figure 1, item 42); an 
additional information storage section in which a plurality of pieces of additional 
information which can be inserted into the transmittal letter are stored (Reifman, column 
21, lines 21-22 and Kutsumi, figure 26, item 303); and an operation section for selecting 
an arbitrary one of the pieces of additional information from within said additional 
information storage section; said transmittal letter production section producing a 
transmittal letter in which the additional information selected by said operation section is 
inserted (Reifman, column 21, lines 24-45 and Kutsumi, column 25, line 12 through 
column 26, line 40). 

• <Claims 2 and 6> 

A document transmission apparatus as claimed in claim 1 , wherein said operation section 
includes a display section for displaying the additional information stored in said 
additional information storage section, and a selection input section for arbitrarily 
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selecting the additional information displayed on said display section (Reifman, column 
21 , lines 24-45 and Kutsumi, column 25, lines 18-61). 
• <Claims 3 and 7> 

A document transmission apparatus as claimed in claim 2, wherein said additional 
information storage section stores a registration number and a title for each of the pieces 
of additional information and said display section displays at least the registration 
numbers and the titles of the pieces of additional information as a list, and said selection 
input section designates one of the displayed registration numbers to select the additional 
information and said transmittal letter production section inserts a text of the selected 
additional information into the transmittal letter (Reifman, column 21, lines 17-32 and 
Kutsumi, column 36, lines 26-39; column 39, line 65 through column 40, line 3; and 
column 24, lines 32-35, where it would have been obvious to also display the indices or 
registration numbers). 

Although the combination of Reifman and Kutsumi does not explicitly display 
registration numbers, the system does display lists of illustrations or illustration 
attribution values (such as titles) to allow the user to choose the appropriate illustration. 
Thus it would be obvious to display registration numbers (or indices) to allow the user to 
choose the appropriate illustration since a registration number is simply another type of 
illustration identifier. The use of numbers as file labels or identifiers was well known in 
the art at the time of the applicant's invention. 
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• <Claim 4> 

A document transmission apparatus as claimed in claim 1, further comprising additional 
information registration means for additionally storing new additional information into 
said additional information storage section (Reifman, column 20, lines 61-67 and 
Kutsumi, column 26 5 lines 52-57). 

• <Claims 8 and 9> 

A document transmission apparatus as claimed in claim 1, wherein a user selects the 
additional information to insert into said transmittal letter (Reifman, column 21, lines 33- 
45 and Kutsumi, column 25, lines 18-61). 

• <Claims 10 and \2> 

A document transmission apparatus as claimed in claim 1, wherein text of the additional 
information is inserted into the transmittal letter (Kutsumi, column 25, line 12 through 
column 26, line 40 and column 39, line 65 through column 40, line 3). 

• <Claims 11 and 13> 

A document transmission apparatus as claimed in claim 1, wherein the transmission 
section electronically transmits the document data and attached transmittal letter, the 
attached transmittal letter including text of the additional information inserted within 
(Reifman, column 19, lines 37-44 and Kutsumi, column 26, lines 23-40). 

Since the combination of Reifman and Kutsumi discloses all of the above limitations, claims 1- 

13 are rejected. 
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Conclusion 



14. The prior art made of record and not relied upon is considered pertinent to the applicant's 
disclosure. 

• Levine et al. (U.S. Patent Number 4,445,795) disclosed an interactive text processing 
system for creating documents by selectively merging text data from two or more text 



• Powers (U.S. Patent Number 6,446,1 15) disclosed a method for adapting a piece of 
correspondence with integrated graphical correspondence content. 
15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor Lesniewski whose telephone number is 571-272-3987. 
The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



records. 



Victor Lesniewski 
Patent Examiner 
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